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Country perspectivasEffects of the proposed amendments to the
TM Directive on national law.

e Content

1- Main features of the law In force;

2- New provisions of the draft TM Directive

3- The impact of the directive on the law In force
order to implement it, if the directive Is approvec
4- Conclusions.
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A short history of trademark protectioRomania

- 1875 Trade Convention between Addtiiagary and Romania
14.11.1877 Trade Convention between Germany and Romania

-1 5/ 27 . OheFacody artd Trade Marks bafivst romanian TV
law,

-29.12.1960Law orFactory, Trade and Service Margscond
romanianl M law;

-23.07.1998.awonTManddL 8 4/ 19 9 8, r e pthird
romanianl M law, in force
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e 1.The nain features of the law In force

ROTMLUSs fully harmonized with the Council Directive 89/104/EE
of 21 December 1988, codified as Directive 2008/95/EC

Romania has adopted from the very beginning-toffriet TM system
Very fast publication of the TM Appl (in 7 daystif@iing date);
Provisional rights (protection);

Pregrant opposition procedure;

Appeal open for any interested party

ROTMSYy has na@dministrative revocati@nd declation of invalidity
procedure



32" ANNUAL CONFERENCE ECTH

‘T \’y—‘L 4 BU C H AREST, 1 9"22 J une 20 1 3 European Communities Trade Mark Association

Comparison of the opposition systems:

- Oppositiorprocedureat OHIM

- Oppositionprocedureaat RGIPO
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2- New provisions of the draft TM Directive

As a general remaudkaft of new Directive appears that it is more strict, leavin
fewer options to the Member States. It contains no less than 53 Art., includir
principal procedural rules in comparison with only 19 Art. of Directive 2008/¢
Among the major changes proposed, | will focus on

2.1 The designation and classification of Gn&i Ssufficient clarity and precisior
to enable the competent authorities and economic operators, on that basis «
determine the extent of the protection conferred by thedtrade enark . 4 0 )

- General indicatione f t he <c¢c| ass Imeaaskhatt-gags o f
approach ;

-The WIPO and IPOs alphabetic lists;

- TheG&STaxonomy in the framework of Convergence Programme shallvproj
general terms in stead of those general indicaticihe class headings which he
been considered tade vague or indefinite
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2.2Considering the descriptive (or misleading) in all official EU languages. T
wording of Art. 4 (2) of the Directive is not clear enough whether the translat
transliteration considered, appears:

Hark only in the request
> like in case IR 1001458: no word mark with
) YUAN MENTteansliteration, holder ZHEJIANG
4 WEILITE SOCKS, Yiwu City, 322000 Zhejiang
 — Province

International Classification of the Figurative Elements of Marks (Vienna Classification) - VCL(G)
206.13.25;28.02.00

Transliteration of the mark

YUAMN MEMG

Translation of the mark or of words contained in the mark

The first character means "circular” the second means “dream”, the combination of the two has no meaning.

International Classification of Goods and Services for the Purposes of the Registration of Marks (Mice Classification) - NCL{9)
25 Layetftes; bahies” diapers of texdile; swimsuits; clothing for gymnastics; hosiery.
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or it appears in the representation of the tradermsel.iEor example in case IR
1071923/uan meng CLASSIlder Li WenHua, 100020 Beijing:(CN)

240 Mark

6) tah 4
fuan men
CLASSIC

531 International Classification of the Figurative Elements of [arks (Vienna Classification) - VCL{6)
27.05.11: 28.03.00

561 Transliteration of the mark
JingDianFankleng

511 International Classification of Goods and Services for the Purposes of the Registration of Marks (Nice Classification) - NCL{9)
25 Clothing; shoes; berets; gloves (clothing): top hats; wedding cloths; hats; hosiery: neckties: straps (clathing).
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In the second situation, the above provision is appropriate as far
as the word elements are written both in a foreign
language/alphabet and in the latin alphabet and having a
meaning in Romanian (like clagsitasic).

However, the provision of art. 4(2) appears excessive forcing the
national offices (examining national trade mark applicitiod#\) to
apply the same criteria as the OHIM (examining EU trade mark
application).

No every national trademark (word or combined), is appropriate
become a true European trademark!
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* Inthe Art. 4 (2) the exception from the end of the Decision in Matratzen «
421/04), is missing!

MatratzeoaseC-42104 Directiverovisiong\rt 4(2)

Article 3(1)(b) and (c) of First CouncilDirective Absolutgrounds shallapplynotwithstandinatthe
89104EEC of 21 December 1988 to groundsfnonregistrabilibtain
approximateéhe laws of the MemberStateg (a) in other MemberStatesthan those where the

relatingto trademarksdoesnot precludehe applicatioforregistrationasfiled

registratiom a MembeiState,as a national (b) onlywherea trademarkin a foreignlanguages
trade mark, of a term borrowedfrom the translatedr transcribedh any script or officia
languagefanotheMembe$tatanwhichtis languageftheMembeBtates

devoidof distinctiveharacteor descriptivef the
goodsorservicemrespecbfwhichregistration

issoughtunlesstherelevanpartiesin
the Member State in  which
registrations soughtarecapableof
identifyinghe meaningftheterm
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It is also to be highlighted the wrong practice of some applicants which submit trade
mark applications with national or regional vocation to the OHIM to become European
trade marks. In this respect Matratzen is a very good example.

AATRATZEN

(RIS 1 “N P

m@xﬁ}é’ NS

MIA@&MHM

l'PbLLKM ‘{EPHH

A different situation would have been if the applicant would be applied to OHIN
for a true ETM i.e. without Matratzen word, term Concord being possibly allus
(if not arbitrary) for beds and mattresses, in all European languages !
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2.3 Limitingex officioexamination in NIPOs to absolute grounds

According to the Artitbeloticest
shall limit their examination ex officio of whether a trade mark
application is eligible for registration to the absence of the absc
grounds forrefusgdr ovi ded for 1 n Arti

Thismajor change must be well prepdreth in terms of regulations relating
responsibilities in bearing the costs of the opposition/ appeal procedure, but

terms of information and involvement of the holders and attorneys to comply
Consequently, this change must be made at the right time!

| would like to mention the experience of the CZ Rep. wisaigis
mixed system: ex officio examination on absolute grounds and
identity, leaving other cases of collision for the opposition proce
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2.4 The genuine use of trade marks

Article 16 of the draft Directive refers only to the genuine use of :
trade mark in the Member States (i.e. of NTMs), but it does not
say anything about the genuine use of a trade mark in the EU (i.1
of the Community trade markKsSTMs, to become ETMS)!

2.5 Administrative revocation and cancellation (invalidation)
procedure.

Article 47(1) of the recast Directive gives the competence for
administrative revocation or declaration of invaligtthe NIPOs
and Article 47(2) prescribed the grounds for revocation and
invalidity (hcluding causes on bad fgith
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3- The impact of the new draft directive on the law In
force in order to implement it, if the directive is approve

3.1The wording of Art. 4 (2) of the new Directive shall force the ne
offices to apply for the word elements, the same criteria, very
restrictive (to national TMs) as OHIM (to European TMs)! Thus,
difference between the TMs registration conditions at National
Offices (NIPOs) and OHIM will disappeatr.

3.2 Romaniahas to changeoppositionsystemfrom oppositionto the
publicationof the TMapplicatiorto the postregistratioropposition

the coolingoff periodattherequestof the partiesis welcome
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3.3 'he competent institutions for examination of bad faith cases a
Indicated in the new Directive.

In Romania there are big debates regarding jurisdiction on bad fal
cases. e trade mark attorneys (legally qualified) advocate the
competence and in the REQ opinions are divided.

3.4 Romaniahas to setup a declarationof invalidity and revocatior
proceduren theofficeRCGIPQ

There are divergent opinions among the Romaniantrade mark
specialistonthisissue
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4. In stead of conclusions, just some remarks and figures

4.1 As a general remark, | think that, the new draft Directive aims to an integrat
TM issues stronger than that achieved economically and politically in EU, ar
approach leads to a premature reduction of the role of the NIPOs, even if th
4 a6imgle trade mark rulebaikvas not adopted.

4.2 It is necessary to be revised some provisions of the draft Directive, keeping
the differences between the role oftégonal trade markBITMs) in comparison
with CTMs.

A true European TM has the following essential characteristics in comparison w
NTM:
-Word elements of the ETM shall pass the test of distinctiveness and other
grounds in any and all of the official EU languages, which is not the case for
- The owner of a ETM shall be able to act (in a fewbyeaithe Internal Market le
in order of genuine use of his TM, but not only natidiidst of genuine use of &
ETM should be sap).
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4.2.1The wording of art. 4 (2) of the Directive should be revised In
to eliminate the obligation of the NIPOs to consider the descrip
misleading) of the word elements in all official EU languages.

4.2.2 The crucial point for furtheregestence of the NTMSy with the
European one, is tlegulatiorof the issue of genuine use of the E’l
Despite of the ECJ decision in ONEL cadd$(1), for me the use ¢
CTM (ETM) in only one MS is not enough for proving the genuine
By contrarythe use of a ETM only in one country is sufficient proc
the TM is not use in EU, but in that MS like many other NTMs.

» Atrticle 16 of the draft Directive should be completed with specific
provisions relating to the genuine use of the CTMs (ETMs).
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 4.2.3 In the same line, the Article 49 of the draft Directive should
completed with specific provisions regarding the conversion of a
to a NTM, like the followiiy:during 5 years from the registration a
CTM/ETM is not used at the Internal Market scale, but only in on
then subject to revocation challenge by the third interested party,
owner of the CTM can convert his trade mark in a national one In
MS only.

e This provision in the amendments proposed for CTM Regulation
be seen as balanced, complementary measure to the seniority cl
an earlier national trade mark for the identical CTM (ETM) which
filed latter on.
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4.3 The TM regqistration trend atlRO:

Total number of national TM application
during the period 2003 - 2012

2003

2004

2005

2006

2007

2008

2009

2010

2011

2012

NTMA

7802

11491

13211

14482

11871

11139

9702

9432

9058

8290

16000 -
14000 -
12000 -
10000
8000 -
6000 -
4000
2000 -

o_d

2003 2004 2005 2006 2007 2008 2009 2010 2011 2012

M national trade mark applications (NTMA)
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Number of national application via Paris Convention

during the period 2003 - 2012

2003 | 2004 2005 2006 2007 2008 | 2009 | 2010 | 2011 | 2012

NTMA 962 1193 2090 1762 883 823 653 679 669 547

2500 -

2000

1500 -

1000

500 -

2003 2004 2005 2006 2007 2008 2009 2010 2011 2012

O National PC trade mark applications
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Number of RO designations in international TMA
during the period 2003 - 2012

2003 2004 2005 2006 2007 2008 | 2009 | 2010 | 2011 | 2012

RO 6251 6126 7773 8088 4814 4402 3328 2601 2542 2498
in IR

9000 -
8000
7000
6000 17
5000 1T]
4000 1T
3000 1771
2000 171
1000 17

2003 2004 2005 2006 2007 2008 2009 2010 2011 2012

[0 RO designations in International TMA
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Valide trade marks in RO

on 07.06.2013

Type

NTM

IR/RO

CT™M

TOTAL

Number

115171

106486

608659

830316

%

13,87

12,83

73,30

100

700000 1
600000 1
500000 -
400000 -
300000 -
200000 1
100000

0

MN

IR/RO

CTM

B Valid trade marks in RO
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Thank you for your attention!
Mersi pentru a voastra atentia!
Thank you my country!

- ..
‘S ania
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