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Introduction oo

System of Collective Marks: Little used ...

e Unknown?

e Misused?



Statistics 000
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CommunityCollectivanarks(CCTM Applications

* TOTAL1996 2013
20790.18%0f 1,177221CTMapplicationy

e Filingsmadan 2012
152(0.14%)
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CommunityCollectivenarks(CCTMRegistrations

* TOTAL(19972013
1,268(0.14%0f 91 7090CTMRegistrationks

¢ CCTMRegqistrations 2012
89(0.1%




Questions to address oo

Why so few CCTMs? Possible explanations ...

 Lackofpromotion
E Ignoranceftheirspecificitiedy majorityof CTMApplicants

* Uncleat_egalframework
E Confusiordueto overlapwithotherrights(GlscertificatioriT M)
- Wrondiling strategy

E Markswvhicharein essencesollectiveareoftenfiledasindividual



Presentation Outline oo

Discussion Topics

(1) LegalFramework

(2) BasicCharacteristics

(3) Particularitieselatingto FormalitiesEntitlementAG
(4) Specificitieselatingio Use& Scopeof protection
(5) Collectivanarkswitha Certificatiorfunction

(6) Legislativdreview



Legal Framework
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Relevant Provisions

Articles660 74CTMRSubstantivé’rovisions
Definitiord Entitlemend FilingRequirement8 AbsoluteGroundd Use

Rules42 43CTMIRFormalities

SpeciaRequirementasregardsegulation®f use



Legal Framework ee
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Article 66 CTM®efinition

1. A Communitycollectivemarkshall be a Communitytrade mark
which

e Isdescribedassuchwhenthemarkis appliedorand

e |s capableof distinquishingthe goods or servicesof the
member®f the associatiorwhichis the proprietorfromthose
of otherundertakings

Associationsof manufacturergproducerssuppliersof services,
or traders|..], as well as legal personsgovernedoy public law,
mayapplyfor Communitgollectivemarks
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Exampl e: OAssoci atli on mar

W/ 1! wiRoBAB! b! D9a9b¢ '/ /1

CCTM 1073126
Class 35: accounting services
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Exampled As s o omarkswith o n
guaranteer certificatiof unc t |

CCTM540509
Classes3and29

OwnerBundesverbaddutscher
Industricuind Handelsunternehmen fir
Arzneimittel, Reformwaren,
Nahrungserganzungsmittel und
Korperpflegemittel e.V.
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ExampleAssociation marks
Including Geographical Indicatio

OwnerAsociaciomle Organizacione:
de Productores de Platanos de Car
(ASPROCAN

Classes5, 9, 16, 298, 35, 38, 3!
41, 43, 44
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Basiccharacteristics oo

Specific kind of trade mark right

Communitgollectivemarksareaspecificsubtypeof CTM

A - Featuresn commorwithindividualCTMs

B - Owncharacteristics

Consequence

Theexaminatiowf CCTM# termsof classificationformalitiesandAbsolute
Groundsis in principlethe sameas that of individualCTMswith some
exceptiongoreseenn theregulations
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Basiccharacteristics oo

Main deviations

¢ FormalitiesExpresshappliedorasa CCTM-Regulatiorf Use

¢ EntitlementOnlycertainAssociations/Leg&ersonscanbeowners

o AGExaminationAdditionatequirement§t),GeographicaDK(-)

¢ Use OwnedyanAssociatiorbut usedbyits members

¢ FunctionServedo distinguishg&softhemembersftheAssociation

E Legakonsequences?
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Formalities oo

Regulation of Use

Theregulationof useis a documenissuedby the applicantwhichsets out
howthemarkcanbeusedbythemembersftheassociationit laysdown

e Thecondition®rmembership

* Thepersonauthorizeusethemark

» Theconditiongoverningseofthemarkincludinganctions

» Theauthorizaticallowingpersonsvhosegoodsor service®riginaten the
geographicateaconcerneibecomenembers

Tobefiledwiththeapplicatioror withintwomonthsafterthefiling date

o |ftheRegulatiorigmvenotbeerfiledortheycontaimleficiencietheexaminer
willissuea deficiencletter(L115. If thedeficienciesrenotremediedrthe
Regulatiomsotfiledtheapplicationillberefused
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Entitlement oo
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The Applicant

1. Canonlybe

« Anassociatiga.g. TheCharterehstitutefMarketing)
 Alegapersomfpublidaw(eg. afConsej&egulador)

2. Cannobe

 Anindividugéeg., Mr JohrSmith)
 Aprivateompanfeg. Mastet, td StaiB.\.; SpiegebmbH)

E Naturapersons&legalpersonsof privatdawcanonlyownindividualCTMs
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» Associations
* Legal persons of public law

can choose to file:

V either an individual
V or a collective CTM

e Individuals
* Legal persons of private law

can only file:

V an individual CTM
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Legal Person governed by public law - Controversies

Musto | egogrsomsof public land
haveanassociativetructur®

TextCTMRseemdo suggesso:

* Regulationf use mustlay downthe
conditior®d me mber s hi

e Functiol€CTMs to distinguisgoods
ofthed me mdftlkeenssodiatidinom
thoseofothetundertakings

E Primaacie YES

Boardsof AppealNO

R673201@2 BIODYNAMIC
R82820112 REACH
R100720112 BiologicAgriculture

Registratiotannoberefusedolelyonthe
basighattheapplicans notanassociatio
ordoesnothaveanassociativeructure

Broadinterpretatiorof requiremend | e

persongovernedy publiclanwd

E Changefpractice Manual

n
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SLIDE NAME PPN
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R 1007/2011-2 Biologic Agriculture

CCTM9136714

OWNERTHEEUROPEANINION
Classes29 3931323335

Paragraph4214& 1718

Registratiocannobe refusedolelyonthe
basighattheapplicantvhois a publidody
IS not an associationr doesnot havea
corporativarassociativ&ructure

E No needfor the regulationof use to
specify conditionsof membershipn
caseof ownershigoy publicbodies
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Absolute Grounds oo

AG Examination in respect of CCTMs

Thesameasthatof individualCTMswvithsomeexceptions

A - Descriptivendicationsconsistingof geographicakerms
B - MisleadingCharacteasregardghefunctionofthemark

C Regulatiof Usecontranto publicpolicyandmorality
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Absolute Grounds oo

A. Geographical Nam@mdications

OBAYERI SCHES Bl ERO
O TURBHANI| CANTES®
Article662) CTMR

DerogatioimomArticler(1)(c)if theregulationsf useauthorizanypersorwhose
good®rservicesriginaterthegeographicateaconcerneit becomamember
oftheassociatiomhichstheproprietafthemark

Article7()() and(K):

Howeveif a protecteGlisfiledassuchArticler(1)(j)or (K)appliegie. alimitation
ofthegooddotheparticulasriginsnecessayy
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Absolute Grounds oo

A. Geographical Namdadications

0 BAY E R IBS EHRED (

(1) IffiledasanindividualCTM
- Objectionndei7(1)(c)and()
(2) IffiledasacollectiveCTM

- Regulatiortfusenecessary
- 7(1)(c)notapplicablgfRegulatiorsecorrect)
- 7(1)()appliedimitationfgoodsecessary

V CanalsobefiledasindividualCTMdy addingdistinctiveelements
V ReasonsPrice LessFormalitiesnorecontrol...Butis it wise?
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CCTMB674327
The Tea Board, Calcutta

e Filed 10/11/2009 for tea in cB{¥s

* Protected Geographical Indication
(PGI) for Indian tea registeregdmhl

o District of Darjeeling, Wé&stngal
« 7th noREU name obtainingrotection
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Absolute Grounds oo
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B. Misleading Character

Article6§2) CTMR

Anapplicatiofora CCTMshalberefusedf thepublias liableto be misleads
regardshecharacteor thesignificancaf themarkjn particulat is likelyto be
takentobesomethingthetharnacollectivenark

Question

Cana public entity (not an association)vhich unilaterallysets standards
withwhichgoodsshallcomplyobtaina CCTMvithoutinfringing?

E Canthe markfulfil the essentiafunctionof a CCTMalthoughit doesnot
distinguishthe goodsof the memberf an associationNotexpressly

confirmedn BiologicAgriculturebutit canbeinferredromcontext..
25



Absolute Grounds oo
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C. Regulation of Use deficiamtintrary to public policy

Article6§1) CTMR

Anapplicaticiora CCTMhalberefuseavheréheprovisionsfArticle$60r67

arenotsatisfietor whereheregulationgovernintheusearecontraryo public
policyortoacceptedrinciplesfmorality

ExampleTheregulatiorof useof the CCTMontainguleswhichareliableto
discriminatenthegroundsof sex,creedor race
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The Requirement of Use ee
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Use of Collective Trade Marks

Article7q1) CTMR

Useof a CCTMby any personwho has authorityto use it shallsatisfythe
requirementsf this Regulatiomprovidedhat the otherconditionsvhichthis
Regulatiomposewithregardotheuseof Communityademarksarefulfilled

» Useby authorisednembergountsasusebytheowner
» Whatf a TMwhichis in essenceollectivehasbeenfiledasindividual?
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TheBoardof Appeatonsiderethatthe usemadeof the earliemarkin essence
correspondeduseasa Geographickdicatioandthuswascontraryothenature
ofthesignwhicthadbeerfiledasanindividuahark

E Filingof CCTMs®r Glsasindividuamarksmayproveadangeroughoice!
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Scope of Protection ee

Essential Function v. Scope of Protection

e Should the particularities arising from the essential

functionof a CommunityCollectiveMarkbe takeninto
accounwhendetermininggs scopeof protectior?

e Ifyes,inwhichsensé&
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Consejdreguladobel Cava Havana DistributiddV

OppositioDivision2101.2011

NoLikelihoodf Confusion Dissimilar
signs, CAVAIs genericfor Spanish
sparklingvine recognitioof termdoes
notmakat a strongpriginndicator

E Strict Interpretation
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Scope of Protection ee

Asociacion Autentico Jabugo Matadero Industrial El
Mayorazgdabugo, S.A.

JABUGO

OppositiorDivision1 3042011

Likelihoodf Confusiorfor several
products/services classes?29 35
and4Q

E Broadinterpetation
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Theoppositionwassuccessfuin viewof the similarityof the signs,evenif the
similarityof thegoods(winev. vinegaryvasnot particularlystrong

Thatthe opponents anadministrativédodyandnot a wineproducerdid not
preventheexistencef alikelihoodof confusion
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Scope of Protection ee
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General Court: Ca3e143/11

Consorzid/inoChiantiClassico Feédération Francaide Rugby

61. Theabsencef alikelihoodof confusioncannotbe broughtinto questionby
the natureof the earliemmark the functionof whichis to guaranteg¢he qualityof
the goodsin question[é | a collectivemarkcannotenjoyenhancedgrotection
underArticle8(1)(b),in particulanf it hasbeenfoundthatthe similaritybetween
thesignswasnotsufficientto giveriseto alikelihoodof confusion
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Scope of Protection ee

General Court: Ca3eb34/11

HELLIM
HALLOUMI

Hellim

49 Article662) CTMRprovidingfor a derogatiorfromthe groundfor refusalset out in
Article7(1)(c),mustbeinterpretedtrictly (Casel-34109- TXAKOLI)

5Q Article 662) statesexpressiythat a collectivemarkcannotentitlethe proprietorto
prohibitathird partyfromusingsuchsignsor indicationspn conditionthatthatthird
party uses themin accordancewith honestpracticesin industrialor commercial
matters in particularsuch a markmaynot be invokedagainsta third partywhois
entitledto useageographicalame

51 Inthelight of theneedfor astrictinterpretatiorf Article6G2), it is onlyatthe stageof
registratiorthatthe conditionsunderwhicha markis acquirechavebeenrelaxedin
sofarasdescriptivanarksmay,n derogatioriromArticle7(1)(c)beregistered >




Scope of Protection ee

T-534/11 (HALLOUMI / HELA@ditinued

52 Registratioras a collectivemarkcannotthereforeperse, giveriseto a presumption
that the mark has averagedistinctivecharacterwith the result that the Board of
Appeakctedcorrectlyin findingthatthe distinctivecharacteof the earliermarkhad
to beregardedsbeingweak

53 Yetmustbe bornein mindthat, evenin a caseinvolvingan earliermarkof weak
distinctive characterthere may be a likelihood of confusionon accountof the
similaritybetweerthesigns(Casel-35809(TORMEPIEDRAparagraplds.

54 Howeverit mustbe held that, in the light of the fact that thereare no phoneticor
visual similaritiesbetweernthe signs, there cannotbe any likelihoodof confusion
since the existenceof a conceptuakimilarity,in the caseof an earlierdescriptive
mark sufficiento giveriseto a presumptiof suchalikelihood
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Certification Marks oo

Can Certification Marks be filed as CCTMSs?

 CertificationMarks are not formally availableunder the CTMsystem,
althouglthistypeof rightis knownin thejurisdictionof anumbeinof MS

* The main featureof a certificationmarkis that it is not used by the
proprietorof the markbut insteadby its authorizedusersfor the purpose
of guaranteeingo the relevantpublic that goodsor servicespossessa
particulacharacteristic

« Thep r o p r maekinavelyodrifiesthe presenceof the characteristidt
doesnot indicatetrade origin from the membersof an associationbut
merelydistinguisheg&swhicharecertifiedfromthosewhicharenot
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Certification Marks: Examples

37



Certification Marks 000
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R 1007/2041 Biologic Agriculture

CCTMO136714
OWNERI'HEEUROPEANNION
Classes293931 323335

Theinitialdraftof the CTMRexpressly
providedor theinclusiof guarantee
marké owned by public bodies
alongsidatollectivanarké ownedby
association$hisdraftwvasmodifietby
addingotheownersfcollectivenarks
publibodiesnordetocoverollective
certificatiaomarkgparagraptks17?).
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Certification Marks
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Can Certification Marks be filed as CCTMs?

InprincipleYES provided

V Ownersa publidawentityNaturgbersons
or privateompaniesanonlyfileindividual

mark}

V Insuchacaseheregulatiodoesnotneed
tocontairconditionsfmembership

BUT Is sucha marklikelyto be takento be
somethingtherthana collectivenarkwithin
themeaningfArt 68(2) CTMRconsiderints
essentidlinction?

E Nocasd a w

CCTM 3 364 809

Y eQwnegFreistaafhiiringen
3
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Certification Marks oo

Certification Marks as individual marks

R87201@2 DVigitalVideoCalling DVBDigitalVideoBroadcasting

e Use as certification mar&nnotserve as use of an individual mark
 Mark deemed not to have been duly used.

E SamalangemswhenCCTMsr Glsarefiledasindividuaimarks
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New CTMICertification Marks

CommissiorfProposa(pt 63: AddsnewSectior2to TitleVIII
Article74b: CertificatiorMarks

1. A Europeancertificationmark shall be a Europeantrade mark which is
describedas suchwhenthemarkis appliedfor andis capableof distinquishing
goodsor serviceswhicharecertifiedby the proprietorof the markin respectof
geographicabrigin materialmodeof manufactur@f goodsor performancef
services,quality, accuracyor other characteristicfrom goods and services
whicharenotso certified

2. Anylegal person, including institutions, authorities and bodies governed
publiclaw; mayapplyprovided that:

(a) thelegal person does not carry on a business invatuipglyof goods;
(b) thelegal person isompetento certify theyoodsg]...]
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Overlap between various types of TM ee

What happens if the wrong type of mark has been filed?

Currently Changeof the categoryof mark(collectiveto individualandvice
versg are not allowedunless as an obviouserror if the true intentionis
apparenfromtheapplicatiordocumentgManualProceedinggages]).

* Howeverthis doesnot covercaseswherethe changes requested
after registrationor wherethereis a needto comply with new
legislation

E Additional(implementing?ules are requiredto providea legal
basisfor changindoetweertcategorie®f marks
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(+34) 965 139 100 (switchboard)

(+ 34) 965 139 40@fsiness technical incidents)
(+34) 965 131 344 (main fax)
information@oami.europa.eu
ebusinesshelp@oami.europa.eu
twittedamitweets

youtubleamitubes

WWW.0ami.europa.eu Thank You
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